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DETAILED ACTION 

1. Claims 1-24, 35, and 56 are pending. Claims 1 and 56 have been amended in 
this communication filed 1/10/05 entered as Response After Non-Final Action. 

2. The 35 USC 112 second paragraph rejection of claims 1 , 21 , 35, and 56 still 
remains as set forth here below. 

3. The 35 USC 101 rejection of claims 1 and 56 has been overcome by Applicants 1 
amendment to the claims and is hereby withdrawn. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

5. Claims 1, 21, and 35 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

It is unclear and vague in the claim language what Applicant means by specified 
auction behavior in claim 1 . Does Applicant mean the controlling of a rule when the bid 
can be placed? It is unclear and vague in the claim language what Applicant means by 
identifying an auction behavior in claim 21 and a behavior selector in claim 35. 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Claim Rejections - 35 USC § 103 
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6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

7. Claims 1-24, 35, and 56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (US 6,012,045) Barzilai et al, hereafter Barzilai in view of (US 
6,718,312) McAfee et al, hereafter McAfee. 

As per claims 1 and 21 , Barzilai teaches, A system for managing an auction, 
comprising: specifying, via a computer processor, an auction behavior (col. 2, lines 25- 
54); and specifying at least one rule for controlling when a bid may be placed 
automatically for a bidder in the auction according to the specified auction behavior (col. 
10, lines 32-57 and col. 7, lines 17-34). Barzilai did not expressly disclose when a rule 
for controlling when a bid may be placed automatically for a bidder. McAfee teaches 
controlling when a bid may be placed automatically for a bidder (col. 1 , lines 32-57 and 
col. 4, lines 22-52). However, Barzilai does teach a customer reviewing the rules • 
regarding the bid, auction, and sale system and it would have been obvious to a skilled 
artisan for Barzilai to incorporate the teachings of McAfee of controlling when a bid may 
be placed automatically for a bidder into Barzilai in view of Barzilai's teachings of 
auction rules and bidding and because such a modification would allow Barzilai to have 
bid restrictions and additive activity rules to control the behavior of auction participants. 
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Bazilai further teaches a means (a system) for identifying and auction 
behavior (col. 2, lines 50-52). 

As per claim 2, Barzilai failed to teach, The method of claim 1 , further 
comprising: automatically placing at least one bid for a bidder according to the at least 
one rule and according to at least one specified bidding behavior. McAfee teaches, 
automatically placing at least one bid for a bidder according to the at least one rule and 
according to at least one specified bidding behavior (col. 2, lines 45-65). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to automatically place at least one bid for a bidder according to the at least one rule and 
according to at least one specified bidding behavior and to incorporate in Barzilai 
because such an incorporation would allow Barzilai to have a bidder's eligibility for 
current bidding dependent upon the past bidding activity according to activity rules. 

As per claim 3, Barzilai teaches, The method of claim 2, wherein the specified 
bidding behavior comprises a maximum bid and a minimum bid increment (col. 3, line 
27-col. 14, line 9, and col. 19, lines 39-45). 

As per claim 4, Barzilia teaches, The method of claim 2, wherein automatically 
placing at least one bid for the bidder comprises: if a highest bid in the auction is not 
from the bidder, placing the bid according to the at least one specified bidding behavior 
at a time according to the at least one rule (col. 14, lines 10-34). 

As per claim 5, Barzilia teaches, The method of claim 1 , further comprising: 
receiving at least one bid placed automatically according to the at least one rule and 
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according to at least one specified bidding behavior (col. 15, lines 2-10 and col. 16, line 
24-col. 17, line 16). 

As per claim 6, Barzilia teaches, The method of claim 1 , wherein specifying an 
auction behavior comprises determining the auction behavior according to information 
about the auction (col. 17, lines 23-32). 

As per claim 7, Barzilia teaches, The method of claim 6, wherein the information 
about the auction comprises at least one of information about an item, information about 
a seller and information about bidders (col. 17, line 56-col. 18, line 36 and col. 21, lines 
53-62). 

As per claim 8, Barzilia teaches, The Method of claim 7, wherein determining the 
auction comprises; receiving information about one or more prior auctions, wherein 
each of the prior auctions has an associated auction behavior; identifying at least one of 
the prior auctions as similar to the auction based on the information about the auction 
and the information about the one or more prior auctions; and selecting one or more of 
the prior auctions identified as similar to the auction (col.2, line 20-col. 3, line 3, col. 5, 
lines 25-67, col. 9, line 37-col. 10, line 31 , and col. 12, line 46-col. 13, line 26).. 

As per claim 9, Barzilia teaches, The method of claim 8, further comprising 
selecting the auction behavior associated with the selected one or more prior auctions 
as the auction behavior (col. 10, lines 58-67 and col. 12, line 51 -col. 13* line 16). 

As per claim 10, Barzilia teaches, The method of claim 8, wherein identifying at 
least one of the prior auctions similar to the auction comprises: comparing information 
about the auction to the information about the one or more prior auctions using a metric 



Application/Control Number: 09/523,653 Page 6 

Art Unit: 3624 

to obtain a measure; and comparing the measure to a threshold defining an extent of 
similarity (col. 13, line 26-col. 14, line 34). 

As per claim 1 1 , Barzilia teaches, The method of claim 8, wherein the selected one 
or more prior auctions has a best outcome among the at least one of the prior auctions 
identified as similar to the auction (col. 16, line 24-col. 17, line 16). 

As per claim 12, Barzilia teaches, The method of claim 1 1 , wherein a best 
outcome is at least one of a highest price and a fastest sale (col. 18, lines 7-23). 

As per claim 13, Barzilia teaches, The method of claim 1 , wherein specifying at 
least one rule comprises: associating at least one rule with at least one candidate 
auction behavior from which the auction behavior is specified; and selecting the at least 
one rule associated with the specified auction behavior (col. 5, lines 19-40). 

As per claim 14, Barzilia teaches, The method of claim 13, wherein associating at 
least one rule with each candidate auction behavior comprises: determining at least one 
rule that corresponds to each candidate auction behavior; and storing the at least one 
rule in a database (col. 5, lines 57-67 and col. 18, lines 37-46). 

As per claim 15, Barzilia teaches, The method of claim 14, wherein determining at 
least one rule which corresponds to each candidate auction behavior comprises: 
characterizing each candidate auction behavior; and selecting rules corresponding to 
the candidate auction behavior (col. 19, lines 20-52 and col. 22, lines 15-48). 

As per claim 16, Barzilia teaches, The method of claim 13, wherein a candidate 
auction behavior is a behavior of an auction similar to the current auction (col. 6, lines 
27-37 and col. 7, lines 17-29). 
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As per claim 17, Barzilia failed to teach, The method of claim 1, further comprising: 
evaluating actual auction behavior according to bids received in the auction; and 
modifying the at least one rule for controlling when a bid may be placed automatically in 
the auction according to the actual auction behavior. McAfee teaches evaluating actual 
auction behavior according to bids received in the auction; and modifying the at least 
one rule for controlling when a bid may be placed automatically in the auction according 
to the actual auction behavior (col. 8, line 48-col. 9, line 7). It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to evaluate 
actual auction behavior according to bids received in the auction; and modifying the at 
least one rule for controlling when a bid may be placed automatically in the auction 
according to the actual auction behavior and to incorporate the teachings of McAfee into 
Barzilia because such an incorporation would allow Barzilia to apply rules that make a 
bidder's eligibility for current bidding dependent upon the past bidding activity. 

As per claim18, Barzilia teaches, The method of claim 17, wherein evaluating the 
actual auction behavior comprises: characterizing the actual auction behavior according 
to bids received in the auction; comparing the selected auction behavior to the actual 
auction behavior (col. 2, line 41 -col. 3, line 3). 

As per claim 19, Barzilai teaches, The method of claim 17, wherein modifying the at 
least one rule comprises: selecting at least one alternative rule corresponding to the 
actual auction behavior (col. 5, line 19-56). 
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As per claim 20, Barzilai teaches, The method of claim 19, wherein selecting the at 
least one alternative rule comprises selecting the at least one alternative rule randomly 
from among a plurality of rules (col. 6, lines 58-67). 

As per claim 21 , Barzilai teaches, A system for managing an auction, comprising: 
means for identifying an auction behavior (col. 2, lines 25-54); and means for identifying 
at least one rule for controlling when a bid may be placed automatically for a bidder in 
the auction according to the selected auction behavior (col. 7, lines 17-34). Barzilai did 
not specifically disclose when a rule for controlling when a bid may be placed 
automatically for a bidder. However, Barzilai does teach a customer reviewing the rules 
regarding the bid, auction, and sale system and it would have been obvious to a skilled 
artisan for Barzilai to control when a bid may be placed automatically for a bidder in 
view of Barzilai's teachings of auction rules and bidding. 

As per claim 22, Barzilai teaches, A system for managing an auction, comprising: 
an auction behavior selector providing an indication of a selected auction behavior 
(col. 10, lines 44-63; and a rule generator having an input for receiving an indication of 
the selected auction behavior and an output providing at least one rule for controlling 
when a bid may be placed automatically for a bidder in the auction to encourage the 
selected auction behavior (col. 4, lines 7-10, col. 5, lines 25-40, and col. 10, lines 53- 
67). Barzilai did not specifically disclose a rule generator having an input ... and an 
output providing at least one rule However, Barzilai did disclose rules regarding the 
bid and auction and a rule display. It would have been obvious to one having ordinary 
skill in the art that a skilled artisan would have incorporated a rule generator with an 
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input for receiving and indication of the selected auction behavior and an output 
providing at least one rule for controlling a bid ... in view of Barzilai's teachings of rules, 
a password control and a rule display and because such a modification would allow 
Barzilai to permit a user to place a reasonable number of bids on a single product or 
service whereby the system accepts the highest bid submitted by all bidding customers 

As per claim 23, Barzilai teaches, The system of claim 22, wherein the auction 
behavior selector comprises: a comparator having an input for receiving the information 
about the at least one prior auction and information about the auction, and an output for 
providing an indication of at least one of the prior auctions similar to the auction (col. 22, 
lines 49-67); a selector having an input for receiving the indication of one or more of the 
prior auctions identified as similar to the auction and an output for providing an 
indication of the auction behavior associated with a selected one or more of the prior 
auctions (col. 21, lines 63-67 and coi. 22, lines 1-14). 

As per claim 24, Barzilai further teaches, A computer program product comprising: a 
computer readable medium (col. 3, lines 54-60); and computer program instructions 
stored on the computer readable medium, wherein the computer program instructions 
(col. 5, lines 18) to perform the steps of claim 24. 

This independent claim is rejected for the similar rationale as given above for 
claim 21. 

As per claim 35, Barzilai teaches, A system for selecting an auction behavior for an 
auction, comprising: a behavior database in which associations between information 
about auctions and auction behaviors is stored (col. 6, lines 27-37 and fig. 2); and a 
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behavior selector having an input for receiving information about the auction and an 
output for providing an indication of an auction behavior for the auction using the 
behavior database (col. 6, lines 39-50). 

As per claim 56, This independent claim is rejected for the similar rationale as 
given above for claims 1-24 and 35. 

Response to Arguments 
8. Issue no. 1 : Applicants' argue: With respect to the assertion on page 2 of the 
Office Action that the rejected claims 1,21, 35, and 56 "appear to have at least one step 
missing from the claim", the basis for this assertion is unclear, and it is unclear whether 
this basis is separate from the bases in the subsequent paragraph has been considered 
but is not persuasive. Response: It cannot be determined whether there is a step or 
steps missing from the claims because the claim language as indicated is unclear. It is 
not understood what the specified auction behavior is in claim 1 , in claim 21 how the 
auction behavior is identified, and in claim 35 what is meant by a behavior selector. The 
Examiner is inquiring as to whether steps are left out of the claims that clarify these 
limitations. Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Issue no. 2: Applicants' argue: Barzilai does not disclose or suggest any means 
for identifying an auction behavior and for this reason, no prima facie case of 
obviousness of claim 21 has been shown has been considered but is not persuasive. 
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Response: An auction behavior can be the electronic payment of funds from the bidder 
for each bid based upon the number of bids submitted by the bidder. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Alaia et al (US 6,230,146) disclosed electronic auctions involving multiple lots 

and rules. 

Inquiries 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741. 
The examiner can normally be reached on Monday-Thursday, 6:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 571-272-6747. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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